
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. | 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/679,655 


10/06/2003 


Robert C. Rasmussen 


D5032-00042 (2849-37) 


4107 



8933 7590 03/27/2006 

DUANE MORRIS, LLP 

IP DEPARTMENT 

30 SOUTH 17TH STREET 

PHILADELPHIA, PA 19103-4196 



EXAMINER 



ART UNIT 



EVANISKO, LESLIE J 

n 



PAPER NUMBER 



2854 

DATE MAILED: 03/27/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/679,655 


Applicant(s) 

RASMUSSENETAL 


Examiner 

Leslie J. Evanisko 


Art Unit 
2854 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )S Responsive to communication(s) filed on 06 October 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) 7-13 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1^6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 06 October 2003 is/are: a)D accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-6, drawn to a method of making an embossed container, 
classified in class 101, subclass 3.1. 

II. Claims 7-10, drawn to a press apparatus for marking containers, classified 
in class 72, subclass 360. 

III. Claims 11-13, drawn to an embossed product, classified in class 220, 
subclass 674. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case, the apparatus as claimed can be used to practice another and 
materially different process, such as embossing indicia onto a flat sheet of material 
instead of a partly assembled container including container walls. 
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3. Inventions I and III are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, the product as claimed can be made by another 
and materially different process. Note claims 11-13 are product-by-process claims as set 
forth in MPEP 2113, which states: "The patentability of a product does not depend on 
its method of production. If the product in the product-by-process claim is the same as 
or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 
USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). Since the process steps in a 
product-by-process claim are not considered, claims 11-13 are essentially drawn to a 
container including an embossment. This container product could be made by another 
and materially different process, such as by using a pointed marking tool member 
(instead of complementary die members) to emboss the indicia on the container. 

4. Inventions II and HI are related as apparatus and product made. The inventions 
in this relationship are distinct if either or both of the following can be shown: (1) that 
the apparatus as claimed is not an obvious apparatus for making the product and the 
apparatus can be used for making a materially different product or (2) that the product 
as claimed can be made by another and materially different apparatus (MPEP § 
806.05(g)). In this case, again note claims 11-13 are product-by-process claims and 
since the process steps in a product-by-process claim are not considered, claims 11-13 
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are essentially drawn to a container including an embossment. This container product 
could be made by another and materially different apparatus, such as by using a pointed 
marking tool member (instead of complementary die members) to emboss the indicia 
on the container. 

5. Because these inventions are independent or distinct for the reasons given above 
and have acquired a separate status in the art in view of their different classification, 
restriction for examination purposes as indicated is proper. 

6. Because these inventions are independent or distinct for the reasons given above 
and the inventions require a different field of search (see MPEP § 808.02), restriction 
for examination purposes as indicated is proper. 

7. During a telephone conversation with Stephan Gribok (reg. no. 29,643) on March 

7, 2006, a provisional election was made with traverse to prosecute the invention of 
Group I, claims 1-6. Affirmation of this election must be made by applicant in replying 
to this Office action. 

Claims 7-13 have been withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

8. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17O). 



Drawings 

9. The drawings are objected to as failing to comply with 37 CFR i.84(p)(s) because 
they include the following reference character(s) not mentioned in the description: 
Reference numeral 98 in Figure 2 and reference numeral 130 in Figure 6 have not been 
described in the specification. To correct the problem with reference numeral 98, it 
appears the term "hydraulic hoses 92" in line 17 of page 10 should be —hydraulic hoses 
98— since reference numeral 92 was previously used to describe the vertical post (in 
line 15 of page 10) and 98 in Figure 2 appears to designating hydraulic hoses. 
Additionally, with respect to the problem with reference numeral 130, it is suggested 
that reference numeral 130 be added to the specification in an appropriate location near 
the description of Figure 6 provided in lines 22-24 on page 11. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to 
the specification to add the reference character(s) in the description in compliance with 
37 CFR 1.121(b) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
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notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

10. The drawings are objected to as failing to comply with 37 CFR i.84(p)(s) because 
they do not include the following reference sign(s) mentioned in the description: "Welds 
45" described on page 6, line 21 (as well as page 7, line 13) have not been shown in the 
drawing figures. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes 
are not accepted by the examiner, the applicant will be notified and informed of any 
required corrective action in the next Office action. The objection to the drawings will 
not be held in abeyance. 

Claim Rejections - 35 USC § 102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 10/679,655 Page 7 

Art Unit: 2854 

12. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Storm (US 
2 i>473)- Storm teaches a method for marking containers comprising the steps of 
providing an at least partly assembled container (i.e., milk can shown in Figure 1) 
having container walls at plural sides (i.e., side and bottom of can) of the container in a 
substantially finished state, the container walls including at least one external panel of a 
predetermined thickness of sheet metal (see page 1, line 45-48, left-hand column), the 
external panel having an area that is accessible from an opening into the container (page 
2, left-hand column, lines 10-13), providing a die set FF, F'F' comprising at least partly 
complementary protrusions and depressions (page 1, right-hand column, last two 
paragraphs) on respectively opposite members of the die set, placing the members of the 
dies set on opposite sides of the external panel at the accessible area, and applying 
inward pressure (by screw G) between the opposite members sufficient to emboss a 
visible image of the members of the die set on the external wall panel. See Figures 1-3 
and page 2, left-hand column, lines 4-20 in particular. 

With respect to claim 2, note the members of the die set have complementary 
positive and negative forms of at least one shape to be formed into one of a raised design 
and a bas-relief. 

With respect to claim 3, note the members of the die set form indicia 
representing one of a name and a symbol associated with one of a manufacturer, 
supplier, establishment, owner, and service provider. See page 1, right-hand column, 
lines 8-17 in particular. 
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Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

15. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Storm 
(US 21,473) i n view of Klose (DD 200985 A). Storm teaches a portable embossing 
method having all of the method steps as recited, with the exception of the inward 
pressure being applied using a hydraulic press. In particular, note the device of Storm 
includes a press having relatively movable parts D, A carried on a clamping fixture C, 
where the movable parts each carry one of the members of the die set F F, F' F\ 
Additionally note the process of Storm includes a placing step that includes "reaching" 
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the clamping fixture over the opening to locate the members of the die set over the 
accessible area on opposite sides of the container, as described in the paragraph 
beginning at line 4 on the left-hand side of page 2. Although the device of Storm uses a 
mechanical press arrangement (i.e., a screw mechanism G) rather than a hydraulic press 
arrangement, the use of a portable hydraulic press arrangement to move the die 
members to emboss metal workpieces is well know in the art, as exemplified by Klose in 
the English language abstract and Figures 1-2 in particular. In view of this teaching, it 
would have been obvious to one of ordinary skill in the art to provide a hydraulic press 
arrangement as taught by Klose in the device of Storm as it would simply require the 
obvious substitution of one known biasing mechanism for another to allow for clear 
embossing along an uneven or curved surface of the container being embossed. 

With respect to claim 6, note the hydraulic press of Klose is portable (see English 
language abstract) and the user's hands carrying/holding the device including the 
hydraulic press could be considered to be the "movable carrier" as broadly recited in the 
claim. Additionally, Storm as modified by Klose render obvious the step of 
manipulating a position of the portable hydraulic press to place the members of the die 
set before applying inward pressure, since the user would inherently have to position the 
apparatus including the hydraulic press on the container before the embossing step 
could take place. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Matthews (US 926,271), Broderick (US 3,815,493), Snow (US 
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1,527,091), and Sturges et al. (US 1,487,899) each teach a process for embossing a wall 
of a container having obvious similarities to the claimed subject matter. Kikuchi (US 
2002/0006107 Ai) teach an embossing process for embossing sheet metal using a 
hydraulic press (as shown in Figure 8) having obvious similarities to the claimed subject 
matter. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie J. Evanisko whose telephone number is (571) 
272-2161. The examiner can normally be reached on M-Th 7:30 am-6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew H. Hirshfeld can be reached on (571) 272-2168. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



lje 

March 15, 2006 




